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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claim 24 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In the Page 9 discussion of figure 9, the Applicant teaches that the radius of the 
contact portion may be one of a minimal degree, a moderate degree or a maximum 
degree. The Applicant fails to teach that the immediate invention includes means 
permitting the patient to adjust or change the radius between a minimum and maximum 
measurement. Therefore, the Applicant's recitation of " varying one of the radius" is mis- 
descriptive. Correction is required. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United States. 
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2. Claims 1-6,9-16,19-22 and 23 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Mann (US 5,545,191). 
Regarding claim 1, 

In figure 5, Mann teaches a retention apparatus for an external housing of a 
semi-implantable hearing aid comprising: a disk member {indicated by oval disk 
member comprising articles 68 and 70) disposable between a patient's skin and an 
external housing 62 wherein the external housing contains at least one external 
component for a semi-implantable hearing aid (see, the column 1, lines 11-12 
discussion of power transfer which is well known to comprise a supercutaneous coil), 
and wherein the disk member includes a first surface (not shown) for interfacing with the 
external housing 62 and a second surface (shown) for interfacing with the patients skin 
26, wherein the second surface includes at least one rounded transition 68 between a 
first (see the upper article 70) and second (see the lower article 70) portion of the 
second surface. 

Regarding claim 2, 

Mann teaches that the rounded transition provides a contoured shape (shown) 
distributing pressure over an area of the patient's skin, see column 5, lines 26-29. 
Regarding claim 3, 

Figure 5 illustrates that the inner portion of transition 68 has a contoured shape 
like that of a shallow dish. 
Regarding claim 4, 
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Mann teaches in figure 5, that the inner portion of transition 68 inherently 

i 

includes a predetermined radius ("radius" is defined as "a field or range of operation" - 
Based on the Random House Unabridged Dictionary, ©Random House, Inc. 2006. ) for maintaining 
distance between a first coil located in the housing and a second coil 15 located 
subcutaneously on the patient. 
Regarding claim 5, 

In column 6, lines 23-24, Mann teaches that a magnet may be used in 
combination with the retention apparatus for alignment to the implanted unit, thus 
reading on "magnetic in nature", as broadly claimed. 

Regarding claim 6, 

Mann teaches in column 6, lines 23-24 a detachable external magnet for 
properly aligning the external housing with the implanted unit, thereby inherently 
teaching a magnet "receptacle", as broadly claimed. 

Regarding claim 9, 

Mann teaches in figure 5, an external apparatus for a semi-implantable hearing 
aid, comprising: a housing containing at least one component of a semi-implantable 
hearing aid, the housing including an interface {indicated by oval disk member 
comprising articles 68 and 70) for retentive positioning of the housing on a patient's skin 
26, wherein the interface includes a first surface (shown) having a rounded transition 68 
between a first portion of the first surface (see the upper article 70) and a second 
portion of the first surface (see the lower article 70); and In column 6, lines 23-24, 
Mann teaches that a magnet may be used in combination with the retention apparatus 
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for alignment to the implanted unit, said magnet reading on "a first magnetic apparatus 
for retentive positioning of the first surface in juxtaposed relation to an implanted portion 
12". 

Regarding claim 10, 

Mann teaches in Figure 5, that the interface 68,70 is an integral part of the 
housing 62. 

Regarding claim 11, 

Mann also teaches in Figure5, that the interface 68,70 includes a separate 
structure 64 from the housing 62 and that the interface 68,70 includes a second surface 
(not shown) for interfacing with the housing. 

Regarding claim 12, 

Mann teaches that the rounded transition provides a contoured shape (shown) 
distributing pressure over an area of the patient's skin, see column 5, lines 26-29. 
Regarding claim 13, 

Figure 5 illustrates that the inner portion of transition 68 has a contoured shape 
like that of a shallow dish. 
Regarding claim 14, 

Mann teaches in figure 5, that the inner portion of transition 68 inherently 
includes a predetermined radius ("radius" is defined as "a field or range of operation" - 

Based on the Random House Unabridged Dictionary, ©Random House, Inc. 2006. ) for maintaining 

distance between a first coil located in the housing, and a second coil 15 located 
subcutaneously on the patient. 
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Regarding claim 15, 

In column 6, lines 23-24, Mann teaches that a magnet may be used in 
combination with the retention apparatus for alignment to the implanted unit, thus 
reading on "magnetic in nature", as broadly claimed. 

Regarding claim 16, 

Mann teaches in column 6, lines 23-24 a detachable external magnet for 
properly aligning the external housing with the implanted unit, thereby inherently 
teaching a magnet "receptacle", as broadly claimed. 

Regarding claim 19, 

The structure of Mann's apparatus inherently teaches a method for mounting an 
external portion 62 of a semi-implantable hearing aid, comprising: providing a surface 
on the external portion that includes a contoured contact portion 68 for contacting the 
patient's skin; providing a range of operation i.e. "radius" of the contoured contact 
portion 68 as a function of a magnetic attraction between the implanted magnet in 
housing 12 and an externally located magnet see, column 6, lines 23-24; and 
disposing the external portion 62 of the semi-implantable hearing aid on the patient 
proximate the implanted magnet, in housing 12. 

Regarding claim 20, 

Mann teaches locating a housing 62 which inherently contains at least one 
external component for a semi-implantable hearing aid, proximate the implanted magnet 
in housing 12. 
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Regarding claim 21, 

Mann teaches interfacing a disk shaped retention apparatus 68,70 including a 
contoured contact surface 68 with the housing; and locating the interfaced disk and 
housing on the patient proximate the implanted magnet 12. 

Regarding claim 22, 

Mann teaches providing a range of radii (see the internal portion of contour 68 to 
achieve a predetermined depression (said depression shape being determined prior to 
manufacture) of the contoured portion into the patient's skin to achieve a desired 
separation between a first coil in housing 62 and a second coil located in housing 12. 

Regarding claim 23, 

Mann inherently teaches that the radii of the contour will be selected as a 
function of the connection between external housing 62 and implanted housing 12, 
since Mann is concerned with the effective coupling between the external housing 62 
and implanted housing 12 (see column 4, lines 29-32). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 7,8,17,18 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mann (US 5,545,191) in view of Kuzma (US 6,275,736). 
Regarding claims 7 and 17, 

Mann teaches the inventions of claims 6 and 16. 

Figure 5 of Mann teaches that retention member 68,70 is connected to housing 
62. Mann does not clearly teach that retention member 68,70 is retained to the external 
housing 62 via a first magnet and a second magnet within the housing 62. 

In column 4, lines 5-6, Kuzma teaches constructing a retention member 11 from 
ferromagnetic material such that the retention member is retained to the magnet within 
an external housing 20 i.e., magnetic coupling. It would have been obvious for one of 
ordinary skill in the art at the time of the invention to substitute the magnetic coupling of 
Kuzma for the coupling of Mann, for the purpose of providing a separable connection 
between the external housing and retention member. 
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Regarding claims 8,18 and 27, 

Mann teaches the inventions of claims 3,1 1 and 21 . While Mann teaches that a 
surface (not shown) of the apparatus interfaces with the housing 62, Mann does not 
clearly teach an interface with the patient's hair. 

Kuzma teaches, in figures 1B, 3, 5A, 4a-4C, 6A-6C, 7 etc., an interface for 
connecting to the external housing of a semi-implantable hearing aid, wherein the 
interface is a hair clip, thus reading on "an interface with the patient's hair". 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to combine the teachings of Mann and Kuzma, for the purpose of providing a 
comfortable means of attaching the external unit of the hearing aid to the patients hair 
and over the area where the implant is located. 

4. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mann (US 5,545,191). 
Regarding claim 25, 

As best understood with regard to the USC 112 second paragraph rejection 
above, Mann teaches the invention of claim 19. 

Mann does not specifically teach using magnetic attraction for holding the 
external unit in place. 

However, in column 6, lines 23-26, Mann teaches that a Velcro pad, or an 
equivalent means of holding the external unit in place may be employed, thereby not 
restricting to only using a hook and loop fastener. 



Application/Control Number: 10/678,959 Page 10 

Art Unit: 2615 

The Examiner takes Official Notice that it would have been obvious for one of 
ordinary skill in the art to substitute a magnetic pad for the Velcro pad of Mann, thus 
facilitating a magnetic connection between the external housing and implanted unit, as 
an equivalent means of holding the external unit in place. 

Regarding claim 26, 

In column 6, lines 23-24, Mann teaches that a magnet may be used in 
combination with the retention apparatus for alignment to the implanted unit, said 
magnet reading on "a first magnetic apparatus for retentive positioning of the first 
surface in juxtaposed relation to an implanted portion 12". 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dionne H. Pendleton whose telephone number is 571- 
272-7497. The examiner can normally be reached on 9-5:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sinh Tran can be reached on 571-272-7564. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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